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DETAILED ACTION 
Response to Amendment 

Applicant's amendment to the claims filed August 7, 2006 has been entered. 
Claims 1-24 are pending. Claims 1, 13 and 17 are currently amended. Claims 12, 16 
and 20 remain withdrawn from further consideration. Claims 1-11, 13-15, 17-19, and 
21-24 are under examination. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Soehngen et al. (U.S. Patent 4,057,607; issued November 8, 1977). 

Regarding claim 1 , Soehngen et al. teach a process for manufacturing 
thermosetting powder coating compositions (Abstract; col. 4, lines 58-66) comprising: A) 
feeding a base material comprising a dry ingredients a resin and a curing agent to an 
extruder from an initial position (18); B) adding at least one hard to incorporate additive 
(e.g. aluminum flake, pigment, flow additives) to the base material after the base 
material enters the extruder and before it exits the extruder [(17); col. 9, lines 28-36; col. 
5, lines 20-56] and C) passing the combined base material and hard to incorporate 
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additives(s) through at least a portion of the extruder to form a thermosetting powder 
coating composition (Abstract; Figure 1) 

As to claim 2, Soehngen et al. control the amount of additives employed in a 
continuous extrusion process. The additives are controlled/adjusted to produce a 
product of the desired color. 

As to claim 3, Soehngen et al. teach the base material travels through a portion 
of the extruder before the addition of the hard to incorporate additive(s) in step B) 
(extruder [(17); col. 9, lines 28-36; col. 5, lines 20-56] 

As to claim 4, Soehngen et al. teach the hard to incorporate additives are 
introduced to the extruder at the initial position with the base material extruder (col. 5, 
lines 20-56 col. 9, lines 28-36) 

As to claim 5, Soehngen et al. teach the process may be used to create different 
thermosetting powders using a common base material [Example; col. 8, lines 10 - col. 
9, line 37; col. 5, lines 20-56; col. 4, lines 3,17; col. 2, lines 58-59). 

As to claim 6, Soehngen et al. teach the hard to incorporate additive comprises 
pigment(s) (col. 9, lines 28-36; col. 5, lines 20-56). 

As to claim 7, Soehngen et al. teach the hard to incorporate additive comprises 
pigments dispersed in a liquid/molten dispersion (col. 5, lines 20-30). 

As to claim 8, Soehngen et al. teach the hard to incorporate additive comprise 
pigments dispersed in a dried form (col. 5, lines 20-30). 

As to claim 9, Soehngen et al. teach the additive may comprise a flow additive 
(col. 5, lines 45-60). 
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As to claim 10, Soehngen et al. teach the addition of the hard to incorporate 
additive is introduced by injection either through the port (17) or through line (5). It is 
noted that the portions between the hopper (18) and the die (15) broadly define the 
extruder. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Soehngen et al. (U.S. Patent 4,057,607; issued November 8,. 1977), as applied to 
claims 1-10 above in view of Chang et al. (U.S. Patent 4,973,439; issued November 27, 
1990). 
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As to claim 2, Soehngen et al. teach the method of claim 2 discussed in the 
1 02(b) rejection above, but are vague as to the specifics of the control. However, 
specific delineation of the details regarding an analogous method of process control is 
provided by Chang etal. (col. 1, lines 1-14; col. 4, lines 52-67; col. 5, lines 44-60). 

Therefore it would have been prima facie obvious to one having ordinary skill in 
the art at the time of the claimed invention to control the process disclosed by 
Soehngen et al. in the manner delineated by Chang et al. for the purpose of creating a 
high quality product. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being obvious over Soehngen et 
al. (U.S. Patent 4,057,607; issued November 8, 1977), as applied to claims 1-10 above. 

As to claim 1 1 , Soehngen et al. teach the method of claim 1 0 as discussed in the 
102(b) rejection above. Soehngen et al. further teach applying a controlled amount of 
material into the extruder (col. 9, lines 28-35; Figure 1, elements (17) or (1-5). The flow 
is regulated through the vent port or the outlet of the piston or the inlet to the piston 
extruder and is injected into the pressurized stream being extruded. It is noted that 
whatever feed device is employed by Soehngen et al. it is intrinsically coupled to a 
pressure source, whether the pressure source is pressure from the open atmosphere or 
another source. Soehngen et al. does not teach that the feed device contains a 
mechanism for maintaining the pressure in the vessel less than 100 psi. However, one 
having ordinary skill would have been motivated to control the pressure as low as 
possible for the purposes of minimizing capital costs, minimizing plant utility costs (e.g. 
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nitrogen), and to meet environmental requirements to minimize vapor emissions. It is 
further noted that the structural limitations of claim 1 1 , appear to have little impact on 
the practice of the claimed method. 

Claims 8, 13-15, 21, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Soehngen et al. (U.S. Patent 4,057,607; issued November 8, 1977). 
in view of Jaffe et al. (U.S. Patent 5,856,508; issued January 5, 1 999). 

As to claim 8, Soehngen et al. teach the method of claim 8 as discussed in the 
102(b) rejection above. Alternatively, it is noted that Jaffe et al. teach a pigment with a 
particle size in the range from 0.5 to 4.0 micrometers with an unusual combination of 
light emission and outdoor durability (col. 2, lines 1-6) that is provided in dried form after 
being produced with an organic solvent (Example II). 

Therefore it would have been prima facie obvious to one having ordinary skill in 
the art at the time of the claimed invention to employ the pigment taught by Jaffe et al. 
as a pigment/additive in the method taught by Soehngen et al. for the purpose, as 
taught by Jaffe et al. of providing a powder coating with superior outdoor durability (col. 
2, lines 1-25). 

Regarding claim 13, Soehngen et al. teach a process for manufacturing 
thermosetting powder coating compositions (Abstract) comprising: A) feeding a base 
material comprising as dry ingredients a resin and a curing agent to an extruder from an 
initial position B) adding pigment to the base material either separately or with the base 
materials and C) passing the combined base material and hard to incorporate 
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additives(s) through at least a portion of the extruder to form a thermosetting powder 
coating composition (Abstract, col. 9, lines 28-36; col. 5, lines 20-56; Figure 1). 

Soehngen et al. do not teach that the pigment is a hyperdispersed pigment nor 
do they teach the hyperdispersed pigment is in the form of a dried liquid pigment 
dispersion that has been formed from a liquid pigment dispersion comprising greater 
than 5 weight percent organic solvent. It is noted that applicant defines a 
hyperdispersed pigment as a pigment having an average particle size of two microns or 
less. 

However, Jaffe et al. teach a pigment with an overlapping particle size in the 
range from 0.5 to 4.0 micrometers/microns with an unusual combination of light 
emission and outdoor durability (col. 2, lines 1-6) that is provided in dried form after 
being produced with an organic solvent comprising greater than 5 weight percent 
organic solvent (Example II). 

Therefore it would have been prima facie obvious to one of ordinary skill in the 
art at the time of the claimed invention to employ the pigment taught by Jaffe et al. as a 
pigment/additive in the method taught by Soehngen et al. for the purpose, as taught by 
Jaffe et al. of providing a powder coating with superior outdoor durability (col. 2, lines 1- 
25). 

As to claim 14, Soehngen et al. control the amount of additives employed in a 
continuous extrusion process. The additives are controlled/adjusted to produce a 
product of the desired color. 
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As to claim 15, Soehngen et al. teach the process may be used to create 
different thermosetting powders using a common base material [Example; col. 8, lines 
10 - col. 9, line 37; col. 5, lines 20-56; col. 4, lines 3,17; col. 2, lines 58-59). 

As to claim 21, Soehngen et al. teach the addition of the hard to incorporate 
additive is introduced by injection either through the port (17) or through line (5). It is 
noted that the portions between the hopper (18) and the die (15) broadly define the 
extruder assembly. 

As to claim 22 Soehngen et al. teach applying a controlled amount of material 
into the extruder (col. 9, lines 28-35; Figure 1, elements (17) or (1-5). The flow is 
regulated through the vent port (17) or the outlet of the piston extruder and is injected 
into the pressurized stream being extruded. It is noted that whatever feed device is 
employed by Soehngen et al. it is intrinsically coupled to a pressure source, whether the 
pressure source is pressure from the open atmosphere or another source. Soehngen et 
al. does not teach that the feed device contains a mechanism for maintaining the 
pressure in the vessel less than 100 psi. One having ordinary skill would have been 
motivated to control the pressure as low as possible for the purposes of minimizing 
capital costs, minimizing plant utility costs (e.g. nitrogen), and to meet environmental 
requirements to minimize vapor emissions. It is further noted that the structural 
limitations of claim 22, appear to have little impact on the practice of the claimed 
method. 
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Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Soehngen et al. in view of Jaffe et al. (U.S. Patent 5,856,508; issued January 5, 1999), 
as applied to claims 13-15 above, and further in view of Chang et al. (U.S. Patent 
4,973,439; issued November 27, 1990). 

As to claim 14, Soehngen et al. in view of Chang et al. teach the method of claim 
14 discussed in the 103(a) rejection above, but are vague as to the specifics of the 
control. Alternatively, however, specific delineation of the details regarding an 
analogous method of process control is provided by Chang et al. (col. 1, lines 1-14; col. 
4, lines 52-67; col. 5, lines 44-60). 

Therefore it would have been prima facie obvious to one having ordinary skill in 
the art at the time of the claimed invention to control the process disclosed by 
Soehngen et al. in the manner delineated by Chang et al. for the purpose of creating a 
high quality product. 

Claims 17-19, 23 and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Soehngen et al. in view of Jaffe et al. (U.S. Patent 5,856,508; issued 
January 5, 1999) and further in view of Chang et al. (U.S. Patent 4,973,439; issued 
November 27, 1990). 

Regarding claim 17, Soehngen et al. teach a process for manufacturing 
thermosetting powder coating compositions of desired color and appearance wherein 
the amount of pigment employed is implicitly determined, controlled, monitored and 
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adjusted to produce a product of the desired color (Abstract; Figure 1, col. 2, lines 27- 
36; col. 4, lines 5-22 and 41-40; col. 5, lines 16-20 and 31-60). 

Soehngen et al. do not teach that the pigment is a hyperdispersed pigment nor 
do they teach the hyperdispersed pigment is in the form of a dried liquid pigment 
dispersion that has been formed from a liquid pigment dispersion comprising greater 
than 5 weight percent organic solvent. It is noted that applicant defines a 
hyperdispersed pigment as a pigment having an average particle size of two microns or 
less. 

However, Jaffe et al. teaches a pigment with an overlapping particle size in the 
range from 0.5 to 4.0 micrometers/microns with an unusual combination of light 
emission and outdoor durability (col. 2, lines 1-6) that is provided in dried form after 
being produced with an organic solvent comprising greater than 5 weight percent 
organic solvent (Example II). 

Therefore it would have been prima facie obvious to one having ordinary skill in 
the art at the time of the claimed invention to employ the pigment taught by Jaffe et al. 
as a pigment/additive in the method taught by Soehngen for the purpose, as taught by 
Jaffe et al. of providing a powder coating with superior outdoor durability (col. 2, lines 1- 
25). 

Further, Soehngen et al. are somewhat vague regarding the specifics of 
controlling the quality of his product. The obvious reason is that dynamic process 
control is well-known in the art. Specific delineation of the details regarding an 
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analogous method of process control is provided by Chang et al. (col. 1, lines 1-14; col. 
4, lines 52-67; col. 5, lines 44-60). 

Therefore it would have been prima facie obvious to one having ordinary skill in 
the art at the time of the claimed invention to control the process disclosed by 
Soehngen et al. in the manner delineated by Chang et al. for the purpose of creating a 
high quality product. 

As to claim 18, Soehngen et al. teach the process may be used to create 
different thermosetting powders using a common base material [Example; col. 8, lines 
10 - col. 9, line 37; col. 5, lines 20-56; col. 4, lines 3,17; col. 2, lines 58-59). 

As to claim 19, Soehngen teach the hard to incorporate additive comprises 
pigments dispersed in a liquid pigment dispersion (col. 5, lines 20-40) 

As to claim 23, Soehngen et al. teach the addition of the hard to incorporate 
additive is introduced by injection either through the port (17) or through line (5). It is 
noted that the portions between the hopper (18) and the die (15) broadly define the 
extruder assembly. 

As to claim 24 Soehngen et al. teach applying a controlled amount of material 
into the extruder (col. 9, lines 28-35; Figure 1 , elements (17) or (1-5). The flow is 
regulated through the vent port (17) or the outlet of the piston extruder and is injected 
into the pressurized stream being extruded. It is noted that whatever feed device is 
employed by Soehngen et al. it is intrinsically coupled to a pressure source, whether the 
pressure source is pressure from the open atmosphere or another source. Soehngen et 
al. does not teach that the feed device contains a mechanism for maintaining the 



Application/Control Number: 1 0/809,764 Page 1 2 

Art Unit: 1732 

pressure in the vessel less than 100 psi. One having ordinary skill would have been 
motivated to control the pressure as low as possible for the purposes of minimizing 
capital costs, minimizing plant utility costs (e.g. nitrogen), and to meet environmental 
requirements to minimize vapor emissions. It is further noted that the structural 
limitations of claim 24, appear to have little impact on the practice of the claimed 
method. 

Response to Arguments 

Applicant's argument with respect to the 35 U.S.C. 112 second paragraph 
rejection of claim 4 has been considered and is persuasive. The rejection is withdrawn. 

Applicant's arguments with respect to the 35 U.S.C. 102 and 35 U.S.C 103 
rejections of claims 1-11, 13-15, 17-19 and 21-24 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

All claims are rejected. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeff Wollschlager whose telephone number is 571-272- 
8937. The examiner can normally be reached on Monday - Thursday 7:00 - 4:45, 
alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on 571-272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Jeff Wollschlager 

Examiner 
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